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The Trademark Clearinghouse
ICANN’s new Trademark Clearinghouse is a brand owner’s first line of defence 

against the unauthorised or potentially damaging use of trade marks in the myriad 

of new top level domains that will be opening this year.

Should I use the Trademark Clearinghouse?
To determine whether it is appropriate for you to lodge your trade marks with 

the Clearinghouse, we recommend that you review the list of current new gTLD 

applications here.

If any of the proposed domains are ones in which you may wish to register your 

own marks at the second level (or block others from registering a domain using your 

mark) it would be appropriate to lodge your marks in the Trademark Clearinghouse.

The advantages 
By registering your marks in the Trademark Clearinghouse, you will have the first 

right to register a domain within the first 30 days of operation of a new Registry 

(Sunrise Period). For the next 60 days, the Trademark Claim service will notify 

new domain name applicants of your registered trade mark when they attempt 

to register a domain including your exact trade mark. If after receiving and 

acknowledging the notice the applicant proceeds with its application, the trade 

mark holder will be notified, giving them the opportunity to take steps to stop the 

registration before the domain becomes operational – significantly reducing the 

potential for brand damage.

In addition to the Trademark Clearinghouse, ICANN will also introduce a Uniform 

Rapid Suspension (URS) mechanism which will be a faster and cheaper version of the 

current UDRP system, designed to apply to the blatant misuse of trade mark rights. 

However, as the name suggests, the mechanism will only allow for the suspension 

of a domain and will not directly result in a transfer of the domain name.

What is the procedure for lodging marks with the  
Trademark Clearinghouse?
Marks that are eligible for inclusion in the Trademark Clearinghouse include:

•	 nationally or regionally registered trade marks;

•	 court validated trade marks (ie well-known marks); and

•	 marks protected by law (eg geographic indicators, Olympic).
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It will be necessary to provide evidence to support the eligibility of the trade mark including details of the 

registration number, jurisdiction, description of the goods and services and expiration date.  The trade mark 

details will then be verified by the Clearinghouse. If necessary, the Clearinghouse may request additional 

documentation, including a copy of the Certificate of Registration.

In order to opt-in to the Sunrise Service, it will also be necessary to validate the trade marks by providing a signed 

Declaration of Use of the marks. Such evidence could include labels, tags, product packaging, and advertising/

marketing materials.

There will be an initial cost of US$150 per registered mark lodged with the Trademark Clearinghouse, and it will 

be necessary to renew the lodgements to maintain Clearinghouse protection (although it will only be necessary 

to provide evidence of use every five years). ICANN also intends to implement a sliding scale to accommodate 

bulk renewals.

In light of the potential costs involving lodging registered marks with the Trademark Clearinghouse, we 

recommend that you consider the new gTLD applications by reference to their prioritisation number – noting 

that the first of the new gTLDs will be for domains in languages other than English. It is possible that the costs 

of registering in the Trademark Clearinghouse could be deferred if the TLD of interest is further down ICANN’s 

list of TLD applications to be evaluated.  Please let us know if you would like us to monitor the status of any 

particular gTLD applications.

Summary
There is no doubt that the lodging of marks with the Trademark Clearinghouse will result in unwanted upfront 

costs and administration for trade mark owners. However, these costs must be compared to the time and 

expense involved in monitoring the TLDs and engaging in disputes with third parties who use your registered 

marks. Such disputes usually are based on ‘bad faith’ type arguments and can be time consuming and often 

fruitless.

Therefore, the potential time and cost savings represented by the Trademark Clearinghouse, and specifically the 

Sunrise and Trademark Claim Services, are such that the Trademark Clearinghouse should form part of the brand 

protection arsenal of all trade mark owners.

If you have any questions or would like further information about how Allens can assist you with the Trademark 

Clearing House, please contact

Tim Golder
Partner, Melbourne
T +61 3 9613 8925
Tim.Golder@allens.com.au

Miriam Stiel
Partner, Sydney
T +61 2 9230  4614
Miriam.Stiel@allens.com.au

Andrew Wiseman
Partner, Sydney
T +61 2 9230  4701
Andrew.Wiseman@allens.com.au


