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Welcome to this issue of our occasional guide to important aspects of intellectual
property in Australia, particularly highlighting some of the differences between the
practice of IP in Australia and China. The current issue focuses on matters relating to
trade mark law and trade mark practice in Australia, particularly details of the trade
mark filing and registration process, trade mark searching and trade mark disputes.
The points discussed below are largely based on enquiries that we have received from
our colleagues in firms and companies in China, so please contact us if there are any
matters of particular concern to you.
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guestions and answers — trade marks
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filing and registration 517

Q1. How do I protect my trade mark in Australia?
FEBR A L] R4 I FRAL 2

Al. The best way to protect your trade mark is to register it by filing an application
to register the trade mark in the Australian Trade Marks Office. Although it
is not necessary to register a trade mark, doing so confers very significant
benefits. If you do not, it is much easier for your competitors to register the
same or a similar trade mark.

Very importantly, without a registration, you can only protect your trade mark
by relying upon a substantial reputation in a given area. A registration, on

the other hand, gives Australia-wide enforceable legal rights in a trade mark,
without you having to prove reputation. So enforcing your legal rights in a
registered trade mark is simpler, more certain and less expensive than having
to rely upon reputation.
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Q2. How long does a trade mark registration last?
FIARE MR R 2 A2
A2. A trade mark registration lasts for 10 years, but it can be renewed for further 10-year periods indefinitely,

upon payment of renewal fees. This is subject to the trade mark remaining validly registered, as discussed
below.
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Q3. How long does it take to obtain registration?
i 22 2 AN R R AT — N R AR AL ?

A3. It can vary, depending upon whether the Trade Marks Office raises objections to the application. It may
object, for example, because of similarities with earlier registered trade marks, or because your mark
lacks capacity to distinguish. If there are no objections, you can expect registration in around 6-12
months from the date of application. Naturally, if there are objections to overcome, the process can take
longer. But in most cases you will get your registration within around 18 months. Only in situations where
the Examiner maintains objections or it is necessary to submit evidence of use is it likely to take longer
than this.
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Q4. What are the filing requirements for Australian trade mark applications?
FA T JYHIBR RR IV 7o A s A R 8 5K 2
A4. In Australia, no Power of Attorney (POA) is required.

The following information is required to file a trade mark application in Australia:
e the applicant’s full name and address;
e aclear representation of the trade mark (preferably in electronic format if a logo);

« f the trade mark has Chinese characters, a translation of those characters and a transliteration into
English (eg ‘Pinyin’ or other suitable phonetic form);

» the class(es) in which the application is to be filed;
< adescription of the goods and/or services to be covered by the trade mark; and

e details of any Convention priority claim.
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Q5. Are multi-class and series of marks applications available in Australia?
FEMR KA W] LLREAT 22 AR 28 51 F b 3 ey 2
A5. Yes, multi-class applications are available in Australia.

It is possible to file for a series of marks if the marks resemble each other in material particulars and differ
only in respect of statements or representations as to goods or services, statements or representations as
to number, price, quality or names of places, or the colour of any part of the trade mark.
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Q6. Is it necessary to file an application based on ‘use’ or ‘intention to use? What
relevant evidence is required during the application process?
TS A BRI BRI A ] AR R AR 7 T AT
AR ?

AB. It is necessary for an applicant to be using the trade mark, or to have an intention to use the trade mark
(including use through an exclusive licensee). It is also possible to file an application if the applicant

intends to assign the application to a body corporate that is about to be constituted. However, during the
application, it is not necessary to prove the use or the intention to use.

It is possible to oppose registration of a trade mark on the basis that there was no intention to use
the mark at the time of filing. However, in such a case the opponent has the burden of showing the
applicant’s lack of intention — a difficult thing to prove.
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Q7. How long does it take to get an application number and a registration number
after filing?
AT HE 22 A ] DL 2 B S5 A5 2

AT. Within approximately one week after filing the application it is allocated a number. This is the application
number and will become the registration number once the mark is registered (see Questions Q3 and Q8).

WA HE R KA B AL LS 2 —AN 7S, eSS, RIS M (A M
(Z WL HE3AI8) .
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Q8. Is it possible to expedite the registration of a trade mark registration?

What are the requirements for such a request?
AT RUIRE FE I R AR 7 A A SR ?

A8. It is possible to request expedited examination of a trade mark application, and commonly this is done
when the mark is filed. With the request, it is necessary to submit a statutory declaration (which we can
prepare) which gives the reason(s) for the request. Typically, such a statutory declaration simply states
that for commercial reasons it is necessary for the applicant to have its rights determined, and for that

reason expedited examination is requested. There is no official fee for requesting expedited examination,
but an attorney fee is usually required for preparing the application and the statutory declaration.
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Q9. How are Geographical Indicators (GI) treated?
L] AbEE B bR L (GT) 2

A9. Australian trade mark law restricts the use of a Gl for the purpose of identifying a particular type of
product, unless the product (or its constituent materials) originates from a particular area and/or meet
certain standards.

In particular, under the Australian Wine and Brandy Corporation Act 1980, an extensive regime for
controlling the use of wine names has been established. Protected names are kept on a Register

of Protected Names. These names and names which are similar cannot be registered under the

Trade Marks Act 1995. If these names are part of a composite mark, it may be necessary to enter an
endorsement on the Trade Marks Register that the trade mark will only be used in respect of wines that
originate from the named area.
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searching &

Q10. Is it necessary to conduct a preliminary search before filing a trade mark
application in Australia?

FEAT R bR IS AT, AL BT R ?

A10. Searching before filing is not necessary, but it is always advisable. Not only will a search of the register reveal
marks which are the subject of a similar prior application or registration which may block registration of the
proposed mark, but we can also conduct searches of the market in Australia, such as telephone books,
company and business name registers and the Internet, in order to ascertain if the proposed mark has
previously been used by others in Australia and whether it has a reputation in Australia. Trade marks which
have been used first in Australia take priority over trade marks which have been filed first. A trade mark
which has been used in Australia (but not registered) and for which a reputation has been established, may
form the basis of a challenge to the use or registration of a similar mark.

It is therefore important to conduct a search before using and filing a trade mark in Australia for the first
time, to avoid the risk that the use may amount to trade mark infringement, misleading and deceptive
conduct or passing off the goods and services as belonging to another entity.
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Q11. If the proposed mark includes a word and a design, how is such a mark
searched?

WEREF I B AR & SO G, BRI R AR i AT R R ?
All. In such situations, we conduct two separate searches, one for the word and one for the design. However,

for such work the professional charges are generally significantly lower than would be the case for two
wholly separate searches.

For example, if the mark is a Chinese character mark, we will carry out both word and design searches.

EOORZEMEOL, AT IR, R, S MERETE . XA R A 2
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B, R AR AR SO, B ATATEIAT SO L BRI R .

Q12. If the trade mark is in color (rather than black and white), does this affect the
search strategy and search cost?

WA FH BN NSRS A6) , SEmRRIEANR R ?
Al12. No, unless the colour is a dominant component of the mark, or the registration is limited to a particular

colour. The strategy will be the same, and we do not levy any extra search charge for searching or filing an
application for a colour mark.
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Q13. The cost of searching can be higher than that for registering a trade mark (from
filing to grant) in Australia? Why?

AT 2R R 2 AT e e T AR E M — R bs ARG RHRED ?
Al13. Ideally a trade mark infringement or availability search should be conducted prior to filing any application,

although we understand that the cost of doing so and the attendant delays in obtaining and analysing

search results can present a significant burden to some applicants. Some trade mark owners, especially

if they have not yet commenced use of their trade mark in Australia, elect to bypass searching and file

an application in the first instance, and then await the results of the official search conducted by the

Australian Trade Marks Office to assess any risks or barriers to use or registration.

However, as discussed above, we generally recommend conducting a trade mark search prior to filing.
Subject to the limitations inherent in any searching, conducting a trade mark search prior to using and
registering a trade mark reduces the likelihood of inadvertently infringing the trade mark rights of others.
This can help a trade mark owner avoid adopting trade marks with potential problems and reduces the
scope for conflict. The costs associated with defending a trade mark opposition or an infringement claim
are inevitably significantly higher than the costs for conducting a trade mark search, and carrying out
searches before filing or using a mark is therefore a very prudent practice.
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The costs associated with a trade mark search relate not only to the actual online search process, but
more significantly to the time taken by a qualified attorney or lawyer to analyse the search results (which
can sometimes be voluminous) and provide an expert opinion based on those results.
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Q14. How long does it take to carry out a trade mark search?
(BNt E AN RN

Al4. At Allens, it usually takes up to about a week to provide the results of a trade mark search. However,
in urgent cases, the results can be provided in approximately two days. If a potential obstacle to use

and registration is identified through this process, we may recommend that further investigations be
conducted into use of the mark in Australia. This can of course add to the overall time required.
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trade mark disputes & Fr4+iY

Q15. Can a trade mark application be opposed?
X T B F AT DA AR e i e 2

Al5. When acceptance of a trade mark application has been published there is a period of three months in
which any interested person may file a Notice of Opposition against the registration of the mark. It is
possible to file an application to extend this time period (by a maximum period of three months), but only
one such extension application is available on only limited grounds, which are stated in the legislation.

Three months after filing a Notice of Opposition, the opponent must file evidence in support of the
opposition. The applicant then has three months to file evidence in answer and the opponent then has
three more months in which to file evidence in reply. Extensions of time are available at any stage, usually
around six months if the parties are not negotiating a settlement agreement, and around 12 months if the
parties are in the process of negotiating a settlement agreement. However, the extensions of time allowed
will depend on the particular circumstances applying in each situation. If both parties are negotiating

and give consent, it may be possible to suspend an opposition without the need to apply for and pay for
extension of time fees.
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Q16. Can a trade mark registration be removed?
CLVE Y b ] L g el ey 2

Al6. A trade mark registration can be removed from the Australian Trade Mark Register on a number of
grounds. Generally this requires court action, which can be a very expensive process. However, removal

for non-use can be undertaken through the Australian Trade Marks Office, and such a process is
significantly less costly and more straightforward than a court action.

Once a mark has been registered for five years, the registration can be removed on application by
another party if it has not been used for a period of three consecutive years ending one month prior to
the lodgement of the non-use action. A partial removal is possible if the mark has been used on some of
the goods or services in the relevant period. Generally only a small amount of use of a trade mark will be
sufficient to defend a non-use action.
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Q17. Famous marks — what happens if a famous Chinese trade mark has been
maliciously filed in Australia?

B A2 T b~ SR P 9 A2 R AR AR BRI O S IeE, A A R R

Al7. Itis possible to oppose an Australian trade mark application (of a famous Chinese trade mark which has
not been registered in Australia and which has been filed maliciously by a third party) on the basis that
the mark would be likely to deceive or cause confusion having regard to the reputation of the famous
Chinese trade mark. However, in order to be successful on this ground, it is necessary to demonstrate
that the Chinese trade mark had acquired a reputation in Australia prior to the filing date of the mark
applied for. That reputation may also be the basis of an action for passing off or misleading and deceptive
conduct in order to prevent use of the mark in Australia.

However, if the famous Chinese trade mark has not previously been used in Australia and does not have
a reputation in Australia, it may be difficult to succeed in preventing use and registration of this mark by a
third party. The best course of action is therefore always to file an Australian trade mark application at as
early a date as possible.
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(Further information on the trade mark application process and related matters can be found on our website at
WWww.aar.com.au/patentattorneys)

(B R TETEA I R A ARG R SR DG R R, 3 A 3 B AT T ) Tl www.aar.com.au/patentattorneys)
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For further information, please contact 7 {% i %&:

Chris Bird ~ CFIfIi$)

Partner, Allens Arthur Robinson Patent & Trade Marks Attorneys, Melbourne
Tel +61 3 9613 8259

Chris.Bird@aar.com.au

Andrew Butler

Partner, Allens Arthur Robinson Patent & Trade Marks Attorneys, Melbourne
Tel +61 3 9613 8403

Andrew.Butler@aar.com.au

Trevor Davies CFiKifE)

Partner, Allens Arthur Robinson Patent & Trade Marks Attorneys, Sydney
Tel +61 2 9230 4007
Trevor.Davies@aar.com.au

Philip Kerr

Practice Leader Intellectual Property, Allens Arthur Robinson, Sydney
Tel +61 2 9230 4937

Philip.Kerr@aar.com.au

If you would like further information on Allens Arthur Robinson Patent & Trade Marks Attorneys,
please visit our websites: http://www.aar.com.au/ and http://www.aar.com.au/patentattorneys/
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The content contained in this communication is intended to provide information only to our clients, contacts and associates. It does not constitute
legal advice of Allens or any of its attorneys. Should you require advice please contact Allens.
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